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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 . 1 1 4, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
05/10/201 1 has been entered. 

Claim Objections 

2. Claim 224 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. The claim states that the 
contact member is continuously adjustable but that limitation is already stated in the 
independent claim (line 8). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 
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4. Claims 1 ,224,, 226-228 and 230 rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Boyd et al. (US 5,799,661). 

Boyd discloses a device that includes: a shaft (239) having a proximal end 
portion and a distal end portion (Figs. 42-44); a contact member (231) attached to the 
distal end portion of the shaft (Figs. 42-44); the contact member comprising a flexible 
main body (238) having a contact surface and an elongated malleable member 
extending along a length of said flexible main body member (metal wire) (column 21 , 
lines 25-45); wherein the malleable member is capable of being shaped to engage the 
surface of the beating heart; wherein the malleable member is capable of being 
continuously adjustably shapeable by manipulation thereof to a desired shape and 
wherein upon release of manipulation forces, said malleable member maintains said 
desired shape and maintains a contact surface in the desired shape (column 19, lines 
60-65 disclose that the wire is made of titanium allow (also see column 21 , lines 30-40) 
and such a material is malleable and capable of performing the intended function); 
wherein the shaft is capable of having sufficient strength to withstand a stabilizing force 
exerted on the heart via manipulation or fixation of said shaft to cause said contact 
member to exert a stabilizing force exerted on the heart via manipulation or fixation of 
said shaft to cause said contact member to exert a stabilizing force on the beating heart; 
wherein the contact member is substantially cylindrical (Fig. 44) and wherein the 
malleable member comprises a wire (column 21 , lines 25-45). 

5. Claims 225 and 229 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Boyd and further in view of Buckman, Jr. et al. (US 5,582,580). 
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Boyd discloses the invention substantially as claimed except for a device that 
includes a vacuum for introducing positive/negative fluid pressure to the contact 
member. 

Buckman teaches a device that includes a means (vacuum)for introducing 
positive/negative fluid pressure to the contact member (82) and wherein the contact 
member (82) is malleable (Fig. 7) (column 9, line 28-column 10, line 63). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify Boyd to include a means for introducing pressure to the contact member, as 
taught by Buckman, in order to provide an alternate means of shaping the contact 
member that is allows the contact member to have a plurality of different shapes. 
Furthermore, such means are well known in the art. 

Response to Arguments 
6. Applicant's arguments filed 05/1 0/201 1 have been fully considered but they are 
not persuasive. Applicant argues that Boyd does not disclose a malleable contact 
member performing the claimed function. However, the Examiner notes that the claims 
are directed to an apparatus. In an apparatus claim, the intended use does not have to 
be explicitly disclosed in the prior art but rather the structure of the device and that the 
device is capable of performing the intended function. It is the Examiner's position that 
since Boyd's contact member is made of a malleable material (titanium alloy), it will be 
capable of performing the intended function. The applicant has not provided any reason 
or support why the malleable member of Boyd is not capable of being continuously 
adjusted. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUNIL K. SINGH whose telephone number is (571 )272- 
3460. The examiner can normally be reached on Monday-Friday (Increased Flex 
Schedule). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris L. Rodriguez can be reached on (571) 272-4964. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

06/15/2011 /SUNIL K SINGH/ 

Examiner, Art Unit 3732 



